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DETAILED ACTION 
Remarks 

1 . In response to communications filed on 31 October 2007. claims 1,9,11-13, and 
15 are amended and claims 16-20 are cancelled. Claims 1-15 are pending in the 
application. 

Specification 

2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

Claim 12 recites a computer readable medium. However, there is no recitation or 
definition of a "computer readable medium" in the specification. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 13 is rejected under 35 U.S.C. 101 because the claim lacks the necessary 
physical articles or objects to constitute a machine or a manufacture within the meaning 
of 35 USC 101. Though the claim is disclosed as a system, the components of the claim 
are only software components. There are is no hardware recited in the claim. They are 
clearly not a series of steps or acts to be a process nor are they a combination of 
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chemical compounds to be a composition of matter. As such, they fail to fall vvithin a 
statutory category. They are, at best, functional descriptive material per se. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 
nonstatutory when claimed as descriptive material per se, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare /n re Lawry, 32 F,3d 1579, 1583-84, 32 USPQ2d 
1031. 1035.(Fed. Cir. 1994). 

Merely claiming nonfunctional descriptive material. I.e., abstract ideas, stored on 
a computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make is statutory. See Diehr, 450 U.S. at 185-186, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer"). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1) an application for patent, published under section 122(b), by 
another filed in the United States before the Invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-2 and 8-15 are rejected under 35 U.S.C. 102(eXas being anticipated by 
Khello et al . (US Pre-Grant Publication 20003/0007482). 

As to claim 1 , Khello et al . teaches a method for Intemet domain name service 
provisioning, comprising: 

receiving data to be supplied to database operations, the data including at least 
one Internet domain name comprising a plurality of successive labels separated by 
dots, said at least one Internet domain name being in a first format, wherein the at least 
one Internet domain name comprises at least one hostname and at least one top-level 
domain name (see Khello et al . paragraph [0058]. An ENUM request is formed, which is 
then submitted a DNS server. The ENUM request is an Internet domain name in a first 
format); 

conditionally converting at least one of said at least one Intemet domain name 
into a second fonmat in which at least two successive labels of the at least one of said at 
least one Internet domain name are combined for form a single label, wherein the 
conditionally converting comprises converting the Internet domain name when the 
Internet domain name fulfills a predetermined condition (see paragraph [0058). The 
ENUM request is sent to the DNS server in a second number, where it is converted to 
an E.I 64 telephone number by the DNS server extracting the E.I 64 telephone number. 
Successive labels in the ENUM request are combined to fomi the single label of the 
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E.I 64 number. This is done upon the condition of the second server receiving an ENUM 
request). 

supplying the data to the database operations, the supplied data including at 
least one Internet domain name in the second format (see Khello et al . paragraph 
[0058]. The E.I 64 telephone number is submitted to database operations). 

As to claim 2, Khello et al , teaches: 

Examining whether an Internet domain name fulfills the predetermined condition 
in the first format (see paragraph f00581 ). 

As to claim 8, Khello et al . teaches: 

receiving data including another Internet domain name in the second format (see 
paragraph [0058]); and 

converting the another Internet domain name received in the second format back 
to the first format (see paragraph [0058]). 

As to .claim 9, Khello et al . teaches: 

First means for receiving data to be supplied to database operations, the data 
including at least one Internet domain name comprising a plurality of successive labels 
separated by dots, said at least one Internet domain name being in a first fomnat, 
wherein the at least one Internet domain name comprises at least one hostname and at 
least one top-level domain name (see paragraph [0058]); 
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second means for conditionally converting at least one of said at least one 
Internet domain name into a second format in which at least two successive labels of 
the at least one of said at least one Internet domain name are combined to form a single 
label, wherein the second means is configured to convert the Internet domain name 
when the Internet domain name fulfills a predetermined condition (see paragraph 
[0058]); and 

third means for supplying the data to database operations, the supplied data 
including at least one Internet domain name in the second format (see paragraphs 
[0058]). 

As to claim 10, Khello et al . teaches: 

Fourth means for examining whether an Internet domain name fulfills the 
predetermined condition, the second means being configured to convert the Intemet 
domain name into the second format when the Internet domain name fulfills the 
predetermined condition (see Khello et al . paragraph [0058]). 

As to claim 1 1 , Khello et al . teaches: 

A first interface configured to receive data to be supplied to database operations, 
the data including at least one Internet domain name comprising a plurality of 
successive labels separated by dots, said at least one Intemet domain name being In a 
first format, wherein the at least one Internet domain name comprises at least one 
hostname and at least one top-level domain name (see paragraph [0058]); 
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a modification module, operably connected to the first interface, configured to 
conditionally convert at least one of said at least one Internet domain name into a 
second format in which at least two successive labels of the at least one of said at least 
one Internet domain name fonm a single label, wherein the modification module is 
configured to convert the Internet domain name when the Internet domain name fulfills a 
predetermined condition (see paragraph [0058]); and 

A second interface, operably connected to the modification module, configured to 
supply the data to database operations, the supplied data including at least one Internet 
domain name in the second format (see paragraphs [0058]). 

As to claim 1 2, Khello et al . teaches: 

Receiving data to be supplied to database operations, the data including at least 
one Internet domain name comprising a plurality of successive labels separated by 
dots, said at least one Internet domain name being in a first format, wherein the at least 
one Internet domain name comprises at least one hostname and at least one top-level 
domain name (see paragraph [0058]); 

Conditionally converting at least one of said at least one Internet domain name 
into a second format in which at least two successive labels of the at least one of said at 
least one Internet domain name are combined to form a single label, wherein the 
conditionally converting comprises converting the Internet domain name when the 
Internet domain name fulfills a predetermined condition (see paragraph [0058]); and 
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Supplying the data to the database operations, the supplied data including at 
least one Internet domain name in the second format (see paragraphs [0058]). 

As to claim 13, Khello et al . teaches: 

A receiver unit configured to receive data to be supplied to database operations, 
the data including at least one Internet domain name comprising a plurality of 
successive labels separated by dots, said at least one Internet domain name being in a 
first format, wherein the at least one Internet domain name comprises at least one 
hostname and at least one top-level domain name (see paragraph [0058]); 

A conversion unit configured to convert at least one of said at least one Internet 
domain name into a second format in which at least two successive labels of the at least 
one of said one Internet domain name are combined to form a single label, wherein the 
conversion unit is configured to convert the Internet domain name when the Internet 
domain name fulfills a predetermined condition (see paragraph [0058]); and 

A supply unit configured to supply the data to database operations, the supplied 
data including at least one Intemet domain name in the second forniat (see paragraphs 
[0058]). 

As to claim 1 4, Khello et al . teaches: 

An examination unit configured to examine whether an Intemet domain name 
fulfills a predetermined condition, the conversion unit being configured to convert the 
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Internet domain name into the second format when the Internet domain name fulfills the 
predetermined cx)ndition (see paragraphs [0058]). 

As to claim 1 5, Khello et al . teaches: 

First interface means for receiving data to be supplied to database operations, 
the data including at least one Internet domain name comprising a plurality of 
successive labels separated by dots, said at least one Internet domain name being in a 
first format, wherein the at least one Internet domain name comprises at least one 
hostname and at least one top-level domain name (see paragraph [0058]); 

Modification means, operably connected to the first interface means, for 
conditionally converting at least one of said at least one Internet domain name into a 
second format in which at least two successive labels of the at least one of said at least 
one Internet domain name form a single label, wherein the modification means is 
configured to conditionally convert the Intemet domain name when the Internet domain 
name fulfills a predetermined condition (see paragraph [0058]); and 

Second interface means, operably connected to the modification means, for 
supplying the data to database operations, the supplied data including at leats one , 
Internet domain name in the second format (see paragraphs [0058]). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

^ Khelloet al . (US Pre-Grant Publication 20003/0007482) in view of Baglev et al . (US 

Patent 6,963,928). 

As to claim 3, Khello et al . does not teach wherein the examining step includes 
examining whether said Internet domain name includes at least a predetermined 
number of labels beyond a given origin, 

Baglev et al . teaches wherein the examining step includes examining whether 
said Internet domain name includes at least a predetermined number of labels beyond a 
given origin (see 8:29-36, 8:60-9:2); 

Khello et al . as modified teaches said labels having a predetermined maximum 
length (see paragraph [0058]. The labels may be one digit long). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified Khello et al . by the teachings of Baglev et 
al., since Baglev et al . teaches that "one advantage of the foregoing feature of the 
present invention is that the variations and mistakes such as insertion of an underline 
instead of a hyphen are filtered out in the translation process" (see 9:60-63. 



As to claim 4, Khello et al . as modified teaches wherein the predetermined 
condition upon which the converting is conditional is whether the internet domain name 
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includes at least the predetermined number of labels beyond the given origin, such that 
the converting is perfonmed for said Internet domain name when the examining 
Indicates that the Internet domain name includes at least the predetermined number of 
labels beyond the given origin (see Baglev at al . 8:29-36, 8:60-9:2), said labels having 
the predetermined maximum length, and the converting is not performed when the 
examining indicates that the Internet domain name does not include at least the 
predetermined number of labels (see Baglev et al . 8:29-36, 8:60-9:2). 

As to claim 5, Khello et al . as modified teaches wherein the predetennined 
number of labels is three (see Baglev et al . 8:60-9:2 and 13:5-12). 

As to claim 6, Khello et al . as modified teaches wherein the predetermined 
maximum length is one byte (see paragraph [0058]). 

As to claim 7, Khello et al . as modified teaches wherein the predetermined 
maximum length is one byte (see paragraph [0058). 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-15 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Applicant argues that "in each of the references, the problem and solution 
disclosed are different from each other, and from that presented in the present 
application". In response to applicant's argument, it is noted that only Khello et al . is still 
being applied in the present rejection. It has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to .,■ 
the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed Invention. See /n re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Khello et al . is clearly in the same field 
of endeavor of applicant's current invention, as stated in applicant's preamble to the 
claims, "a method for Internet domain name sen/ice provisioning" (see Abstract of 
Khello et al .). 
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Conclusion 



1 0. Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to CHARLES D, ADAMS whose telephone number is 
(571 )272-3938. The examiner can nomially be reached on 8:30 AM - 5:00 PM, M - F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on (571) 272-4085. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications niay be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspt6.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Charles Adams 
AU 2164 




